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1. Foreign Priority document 8-348308 (Dec. 26, 1996) has not been received. 

2. The title of the invention is not descriptive. A new title is required that is clearly indicative 
of the invention to which the claims are directed. Note MPEP 606.01 . 

3. Claim 29 objected to because "devices" should be singular. Appropriate correction is 
required. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 32, 40, 88-104, 106, 154-170 and 174 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 32 introduces "another device" which accordingly requires a first device, but a first 
device has not been recited. "Another device" therefore lacks definite antecedence. 

The phrase "locally own," recited in claims 40 and 106, is not understood, which therefore 
makes the claim scope indefinite. 

Claims 88, 154 and 174 all refer to "said device" but only "another device" was first 
mentioned. 
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Claims 89, 92, 155 and 158 are further indefinite because claims 89 and 155 recite 
"another device", although respective base claims 88 and 154 already introduce "another device". 
It is not clear if they are the same device. 

In claims 90 and 156, "said instruction information" lacks antecedent basis. 

In claims 100 and 101, "said designation means" also lacks antecedence. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States, 
or (e) the invention was described in a patent granted on an application for patent by another filed in the United 

States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined was 
not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). 
Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment by the 
AEPA (pre-AEPA 35 U.S.C. 102(e)). 

Claims 1-13, 15-47, 49-60, 62-89, 91-99, 102, 105-114, 116-126, 128-155, 157-168 and 
171-174 rejected under 35 U.S.C. 102(e) as being anticipated by Weiser et al. 
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Weiser (Fig. 1) discloses a bi-directional communication system where a device can 
remotely control another device through a network, the transmission procedures outlined in Figs. 
1, 4-9. Table 1 lists examples of actions prompted by a messaging environment 20 (i.e. any type 
of networking arrangement) connected to a PC 24 from which e-mails can be sent through 
network 20, to which any one or plural devices are sent instructions for performing various 
operations, such as a printout of 5 files. Each device includes a processing module 40 which 
includes a microprocessor chip which carries out programming of various software (col. 7 lines 
46-50), by which the network invokes the specific user-requested tasks. Steps included to carry 
out the remote operation includes receiving information regarding a device to be controlled (e.g. 
device ID, various operating functions), validation of operating procedures (e.g. col. 6 line 63+) 3 
and transmission control carried out by the network, thereby meeting claims 1, 3, 1 1, 20, 21, 39, 
105 and 171. 

As for claim 2, user requests are naturally initiated (e.g. col. 10 line 66). 

As for claims 4, 5, 22 and 23, module 40 stores various possible applications per device 
(Fig. 2), and network server 32 also stores a directory of services available. Each selectable 
receiver device has a unique address (or ID) to which the requested tasks are validated and 
routed, the operations to be carried out of course being consistent with the type of device selected 
(e.g. printer, copier). 

Regarding claim 6, information regarding the device to be controlled is received from that 
device (note again table 1). 
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As for claims 7 and 32, information regarding the device to be controlled is received from 
another device, such as the router itself, or the user's PC (e.g. col. 3 lines 32-36; col. 4 line 56 - 
col. 5 line 4). 

As for claims 33-38, data validation and operation storage has been addressed above, and 
the results of the operation are sent to the network router (communication means) and then to the 
user to inform him of the completed requested tasks (col. 1 1 discusses results of tasks including 
transmission of completion codes). 

As for claims 12 and 13, Weiser also provides plural routing options in pointing out the 
multitude of network options (col. 4 lines 39-44), from which a communication route is selected. 

Considering claim 15, Weiser discloses group routing (function 26 in Table 1). 

As for claims 16 and 28-31, module 40 of each device provides storage of a history of 
functions to be carried out. The router also includes storage for the task list, and the device 
selected to perform those tasks accordingly carries them out as commanded. 

Regarding claims 17, 18, 88, 98 154, 164 and 174, Weiser controls a copier or printer, for 
example, using a data commands from a PC, which go through a routing network (i.e. an 
intermediate device) as discussed above. 

As for claim 19, the status of the selected device is monitored as well (e.g. "Waiting" 
"complete"; cols. 13 and 14). 
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As for claims 24-26, the IDS and addresses of the individual devices are also included (for 
the requisite purpose of knowing which specifically selected device is to perform the tasks in 
question), as well as the user's ED (e.g. col. 12 line 7). 

Concerning claims 40 and 106 (as best understood, noting the indefiniteness of these two 
claims), devices local to the user can also be selected to carry out various processes, and wherein 
the status, user instruction, and contents of the specific tasks are naturally involved to carry out 
the task(s) requested by the user. 

As for claims 41-43, 50, 53, 54, 107-109, 116, 1 19, 120 and 172, the user can access 
multiple devices including external devices (e.g. a remote printers by group routing), which 
process includes acquiring a transmission request response from the external device (e.g. col. 10 
line 66 - col. 1 1 lines 23). 

Regarding claims 44, 66, 110, 132, 134 and 173, each device includes storage capabilities, 
as is typical, and as noted previously. 

As for claims 45 and 1 1 1, the external device is directed to carry out instructions upon 
user request (as was also, mentioned previously, module 40 includes software corresponding to 
the tasks germane to the device). 

As for claims 46, 47, 52, 112, 113 and 118, the external device is prompted by a message 
sent by the user (i.e. through an e-mail), to which the device responds. 
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As for claims 49 and 1 15, the external device can send a response though e-mail back to 
the user indicating, for example, that an error has occurred, thereby instructing or providing 
alternatives to the user to take other action (col. 12 line 34+). 

Considering claims 51 and 117, the processing means can be a printer which outputs 
printed documents. 

As for claims 55 and 121, the communication system includes determining if the 
acquisition (request) should be considered is done by verification/validity checking (e.g. Fig. 6). 

As for claims 56 and 122, the user can request output (e.g. print 5 copies: an example 
given in Table 1) to which a determination is made to this input request for the output. 

The input request can be given in a natural language by using e-mail, thereby meeting 
claims 57, 65, 123 and 131. 

As for claims 58 and 124, the status of the device in question is also identified (e.g. 
"waiting") in the communication process, as discussed above. 

As for claims 59, 60, 125 and 126, the external device can be a copier or printer, and 
display of data can be done (col. 1 1 line 4; table spanning cols. 1 1 and 12). 

Regarding claims 62, 63, 128 and 129, Weiser also considers transmission formatting and 
conversion if necessary in order to accommodate a user (col. 50+). Data presentation format is 
also identified and can be modified (list in col. 1 1). 

As for claims 64 and 130, any data obtained by user request can be in list form (since files 
and documents are transmitted). 
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As for claims 67 and 133, data is input to the external device for processing by the 
external device. 

As for claims 68 and 134, the network server controls transmissions upon user request to 
a selected external receiver device to which the requested tasks are validated and routed, using 
the input from the user. 

Considering claims 69, 91 and 92, 135, 157 and 158, any one or plural external devices 
can be designated. 

As for claims 71 and 137, group routing can be done, as discussed previously, which 
means that data is transmitted to plural destinations at the same time (i.e. in parallel). 

Regarding claims 72, 73, 138 and 139, a verification/validity check is determined in order 
to authorize a specific user to use the communication system, which is also discussed above. 

As for claims 74 and 140, the status of a device is identified and an appropriate response is 
accordingly made, as mentioned previously. 

As for claims 75 and 141, group routing can be done, as discussed previously, which 
means that data is transmitted to plural destinations at the same time (i.e. in parallel). 

As for claims 76, 78, 82, 142, 144 and 148, instructions are sent to the external device to 
carry out a process thereby, and a printer can be subsequently instructed in response to a copier or 
scanner condition (col. 10 line 66 - col. 1 1 line 7). 

Considering claims 77 and 143, Weiser also permits setup steps involving printer 
parameters (e.g. how many copies: Table 1). 
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As for claims 79 and 145, the external device searches for files, for example (col. 13 lines 

20-24). 

Regarding claims 80, 81, 146 and 147, image data to be printed by a printer is taken or 
transferred from a scanner or copier (col. 10 line 66 - col. 1 1 line 7). Alternatively, e-mails can be 
retransmitted from one user to another at will. 

As for claims 83-85 and 149-151, the external devices can print, display, and they all 
store, as pointed out earlier. 

Concerning claims 86, 87, 152 and 153, the input means can be a reader (e.g. fax 
machine), or a scanner (i.e. image forming means). 

As for claims 89 and 155, information regarding the device to be controlled is received 
from another device, such as the router itself, or the user's PC (e.g. col. 3 lines 32-36; col. 4 line 
56 - col. 5 line 4). Also, image data to be printed by a printer is taken or transferred from a 
scanner or copier (col. 10 line 66 - col. 11 line 7). Alternatively, e-mails can be retransmitted 
from one user to another at will. 

As for claims 93, 95, 96, 159, 161 and 162, Weiser includes validation checks, for 
example, if files cannot be obtained, and another device prints out data (col. 10 line 66 - col. 1 1 
line 7). 

As for claims 94 and 160, all devices have a module 40 which, for one, can store data, and 
the system validates the stored data upon attempted retrieval by the user. 
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As for claims 97 and 163, the routers can get a message from any user in e-mail form, 
indicating what procedure a selected device is desired to be carried out. 

Regarding claims 99 and 165, the operating information is instruction data to be 
performed by a selected device (i.e. "print 5 copies"). 

Considering claims 102 and 169, each device has its unique ID, and each device has its 
own functions to perform (e.g. scan, print, copy), which the system inherently detects in order to 
be able to carry out those functions, which are activated upon command by a user. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 14, 103 and 104 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weiser et al. 

It would have been clearly obvious to one of ordinary skill in the art to re-route data if a 
current channel is occupied, for the clear purpose of transmitting the data as promptly as possible, 
such being a typical priority in data communication. 

It would also have been clearly obvious to provide continuous two-way communication 
between the user and device for the clear purpose of keeping the user informed on the progress of 
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the operation of the device selected to carry out that operation, and to verify continuance of the 
progress, if it is determined that the operation should be cancelled or continued. 

7. Claims 39, 46, 48, 105, 1 12 and 1 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ryu et al. 

The system of Ryu (Figs. 1, 2) involves a determining a process (i.e. storing data) and 
carrying out the process, wherein requesting available storage space from a node through a 
network is done by messaging (note particularly Fig. 6). 

8. Claims 61 and 127 are rejected under 35 U.S.C. 102(e) as being anticipated by Funahashi 
et al. 

Funahashi includes communication means involving a central control unit Ml, terminals 
M2, and a transmission line connecting them. External device 5 includes processing of A/V data, 
which data is acquired from the external device and presented as voice data at output 49, all under 
the control of CPU 41. 

9. Claims 88, 90, 100, 101, 154, 156, 166 and 167, as best understood, are rejected under 35 
U.S.C. 102(e) as being anticipated by Lawler et al. 

The system of Lawler (noting particularly Figs. 1 and 2) performs a recording function 
(claimed process) based on an operation (request to headend to download programming, in this 
case to be recorded), based on information input to recorder 23. The results of the recording are 
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output to TV 20 (the claimed other device) under the control of whatever command to 
display/playback the recorded programming, based on the initial operation (i.e. recording request), 
thereby meeting claims 88 and 154. 

As for claims 90 and 156, even when the recorder is not communicated to, the TV can be 
function according to programming downloaded from the headend. When communication is 
enabled to the recorder, instructions for recording are naturally applied thereto. 

As for claims 100 and 166, Lawler shows multiple receiving ends in parallel, all of which 
can be controlled at the same time when a particular program is made available. 

As for claims 101 and 167, each receiving station has a unique address which can be 
identified on an individual basis. 

10. Claims 1, 8-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Hanson et al. 

The system of Hanson (noting particularly Figs. 1-3 and 12) arranges a reception means 
(scanner 12) which receives information regarding a device to be controlled (printer referred to in 
Fig. 3); validating means (inherent bar code validator); and transmission control means (link from 
scanner to multi-dock 23 at city station 14), the operating command being a print-out function. 

As for claims 8-10, the shape information is the bar code, and the specific portion of the 
device is the printing mechanism (which effectively is the whole device, as it is the only action 
carried out). 
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1 1 . Claim 27 appears allowable over the prior art 

12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Victor R. Kostak whose telephone number is (703)-305-4374. The 
examiner can normally be reached on Monday through Friday from 6:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Andrew I. Faile, can be reached on (703) 305-4380. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 872-93 14. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose telephone 
(703) 306-0377. 

Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 



Washington, D.C. 20231 



or faxed to: 
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(703) 872-9314 (For either formal or informal communications intended 
for entry. For informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 

Drive, Arlington. VA., Sixth Floor (Receptionist). 

Victor R. Kostak 
Primary Examiner 



VRK 



9/27/02 



